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S.N. 10/064,285 120500 

REMARKS 

The Office action dated October 9, 2003 and the cited references have been 
carefully considered. 

Status of the Claims 

Claims 1-64 are pending. 

Claims 17 and 64 are allowed. Claims 15, 24, 27, and 57 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. The 
Applicants wish to thank the Examiner for indicating that claims 17 and 64 are allowed, and 
claims 1 5, 24, 27, and 57 are allowable. Claims 1 5, 24, 27, and 57 have been rewritten in 
independent and are now in condition for allowance. Early allowance is respectfully 
requested. 

Claims 28-50 and 59-60 would be allowable if rewritten to overcome the objection 
with respect to an alleged erroneous name of the group represented by aluminum, gallium, 
and indium. The Applicants respectfully traverse this objection for the reason set forth 
below, which obviate an amendment to these claims. 

Claims 1, 18, 20-23, and 25 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Kitai et al. (U.S. Patent 5,788,882; hereinafter "Kitai"). Claims 1-9, 18, 20, 
21, 23, 25, and 26 are rejected under 35 U.S.C. § 102(b) as being anticipated by Murayama 
et al. (U.S. Patent 5,424,006; hereinafter "Murayama"). Claims 18 and 19 are rejected 
under 35 U.S.C. § 102(b) as being anticipated by Hase et al. (U.S. Patent 6,190,577; 
hereinafter "Hase"). Claims 10, 11, 13, 14, 51, 52, 55, and 56 are rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Srivastava et al. (U.S. Patent 6,278,135; hereinafter 
"Srivastava") in view of Murayama. Claims 10-12, 16, 51-54, 58, and 61-63 are rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Hohn et al. (U.S. Patent 6,066,861; 
hereinafter "Hohn") in view of Murayama. The Applicants respectfully traverse this rejection 
for the reasons set forth below. 

Claim Objection 
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Claims 1-8, 10-16, and 18-63 are objected to because the Examiner asserts that 
aluminum, gallium, and indium belong to Group-IIIA of the Periodic Table, not Group-IIIB as 
recited in these claims. Although the Examiner is correct in that he refers to the group 
names designated by Chemical Abstract Service, the Applicants respectfully traverse this 
objection because a person of ordinary skill in the art of chemistry knows that the Applicants 
use the group name designated by the International Union of Pure and Applied Chemistry 
("IUPAC"). The Applicants are submitting herewith a copy of the Periodic Table as 
published in "Hawley's Condensed Chemical Dictionary," 13 th edition, Richard J. Lewis, 
Johns Wiley & Sons, Inc., New York, New York (1997), which clearly shows that aluminum, 
gallium, and indium belong to Group-IIIB as named by the IUPAC. Therefore, the claims 
are clear, and the Applicants do not believe that an amendment to these claims is 
necessary. 

Claims 59 and 60 are objected to because they recite the term "phosphor blend" 
twice. Claim 59 has been amended to delete the second occurrence of "phosphor blend." 
Claim 60 is dependent upon claim 59. Therefore, both of these claims now overcome the 
objection. .... . 

Claim Rejection Under 35 U.S.C. § 102(b) 

Claims 1, 18, 20-23, and 25 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Kitai. The Applicants respectfully traverse this rejection because Kitai does 
not teach each and every element of each of claims 1,18, 20-23, and 25. 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." Verdegaal 
Bros. v. Union Oil Co. of California, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 1987) (emphasis 
added). "The identical invention must be shown in as complete detail as is contained in the 
. . . claim." Richardson v. Suzuki Motor Co., 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989). 

The Examiner cited that Kitai discloses compositions of claims 1,18, 20-23, and 25 
at column 8, line 8; and column 9, lines 14 and 35-36. Although Kitai's patent, as printed, 
apparently shows a composition of Sr 0 .89Eu 0 .oiGa 2 04 at column 8, line 8, and 
Ca 0 .89EuooiGa 2 04 at column 9, line 14, these formulas were printed erroneously in this 
patent. Instead, Kitai actually discloses Sro.99Euo.oiGa 2 0 4 and Ca 0 .99Euo;oiGa 2 04. The 
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Examiner is respectfully requested to consult page 14, line 1; page 15, line 5; and page 16, 
line 8 of Kitai's original specification. In other words, Kitai discloses formulas wherein the 
sum of the subscripts of the alkaline-earth element and europium is equal to 1 . 

In contradistinction, claims 1,18, 20-23, and 25 recite a formula of (M 1 . x RE x )yD 2 04, 
wherein 0.001 < x < 0.3, and y satisfies a condition selected from the group consisting of 
0.75 < y < 1 and 1 < y <1.1. The formula of claims 1,18, 20-23, and 25 can be written 
alternatively as M y . xy RE X yD 2 04, wherein 0.001 < x < 0.3, and y satisfies a condition selected 
from the group consisting of 0.75 < y < 1 and 1 < y <1 .1 . When the subscript of RE is 0.01 
(as disclosed in Kitai's formulas), the subscript y-xy of M takes the value of y-0.01. When 
the condition for y recited in claims 1,18, 20-23, and 25 is applied to y-0.01, it has a value 
selected from the group consisting of 0.074 < y-xy <0.99 and 0.99 < y-xy < 1.09. In other 
words, each of claims 1,18, 20-23, and 25 recites that when the subscript of the rare-earth 
element is 0.01 (as disclosed by Kitai), the subscript of the alkaline-earth element is never 
equal to 0.99. Therefore, Kitai's formulas do not teach the compositions recited in claims 1, 
18,20-23, and 25. 

Since Kitai does not disclose the formula of each of claims 1,18, 20-23, and 25, 
Kitai does not anticipate these claims. 

Claims 1-9, 18, 20, 21, 23, 25, and 26 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by Murayama. The Applicants respectfully traverse this rejection because 
Murayama does not disclose each and every element of each of claims 1-9, 18, 20, 21, 23, 
25, and 26. 

The Examiner asserts that Murayama discloses in Tables 9-20 the compositions of 
claims 1-9, 18, 20, 21, 23, 25, and 26. The Applicants respectfully traverse this assertion 
because, when the concentrations of the rare-earth elements of each of the samples of 
Tables 9-20 are applied, the concentration of the alkaline-earth element never satisfies 
each and every limitation of the formula recited in each of claims 1-9, 18, 20, 21, 23, 25, 
and 26. For example, the formula of Murayama's sample 5-(7) (in Table 9) is 
M0.99499RE0.00501D2O4 if written in the form recited in claims 1-9, 18, 20, 21, 23, 25, and 26 
(wherein M is Ca, RE is the combination of Eu and Nd, and D is Al). 
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In contradistinction, when the subscript of RE is 0.00501, the subscript of M in each 
of claims 1 -9, 18, 20, 21 , 25, and 26 is selected from the group consisting of 0.74499 < y-xy 
< 0.99499 and 0.99499 < y-xy < 1.09499. In other words, when the subscript of RE is 
0.00501 , the subscript of M is never 0.99499. Similarly, the subscript of M for each of 
Murayama's samples may be calculated from the concentrations of the rare-earth elements, 
and never satisfies the condition recited in each of claims 1-9, 18, 20, 21, 25, and 26. 
Therefore, Murayama does not disclose the composition of each of claims 1-9, 18, 20, 21, 
23, 25, and 26. 

Since Murayama does not disclose the formula of each of claims 1-9, 18, 20, 21, 25, 
and 26, Murayama does not anticipate these claims. 

Claims 18 and 19 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Hase. The Applicants respectfully traverse this rejection because Hase does not disclose 
each and every limitation of each of claims 18 and 19. 

In the notation of claims 18 and 19, Hase discloses compositions having a formula 
of My.xyRExyD'Ai, wherein M is Sr, Ca, or Ba; RE is Eu; D is a combination of Al and In; xy = 
0.01 ; and y-xy = 0.99. 

In contradistinction, when xy = 0.01, claims 18 and 19 recite that the subscript y-xy 
of M is selected from the group consisting of 0.74 , y-xy < 0.99 and 0.99 < y-xy < 1.09. In 
other words, the subscript of M in claims 18 and 19 is never equal to 0.99 when the 
subscript of RE is 0.01 . Therefore, the composition of Hase does not satisfy the condition 
of each of claims 18 and 19. 

Since Hase does not disclose each and every limitation of each of claims 18 and 19, 
hase does not anticipate these claims. 

Claims 10, 11, 13, 14, 51, 52, 55, and 56 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Srivastava in view of Murayama. The Applicants respectfully 
traverse this rejection because a combination of Srivastava and Murayama does not teach 
or suggest all of the limitations of each of claims 10, 11, 13, 14, 51, 52, 55, and 56. 
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"[T]he legal conclusion of obviousness [under 35 U.S.C. § 103(a)] requires that there 
be some suggestion, motivation, or teaching in the prior art whereby the person of ordinary 
skill would have selected the components that the inventor selected and used them to make 
the new [invention]." C.R. Bard, Inc. v. M3 Systems, Inc., 48 U.S.P.Q.2d 1225, 1231 (Fed. 
Cir. 1998). Thus, in order for the prior art to render the claimed invention obvious, all of the 
elements thereof must be taught or suggested in the prior art. "What must be found 
obvious to defeat the patentability of the claimed invention is the claimed combination." The 
Gillette Co. v. S.C. Johnson & Son, Inc., 16 U.S.P.Q.2d 1923, 1927 (Fed. Cir. 1990). 

As pointed out above, Murayama's formula does not satisfy the condition for the 
formula recited in the instant claims. Nor Murayam suggests the formula for the phosphor 
of the instant claims. Therefore, adding Srivastava to show a disclosure of an LED and a 
phosphor blend still does not teach or suggest all of the limitations of each of claims 10, 11, 
13, 14, 51,52, 55, and 56. 

Since a combination of Srivastava and Murayama does not teach or suggest all of 
the limitations of each of claims 10, 11, 13, 14, 51, 52, 55, and 56, these clakns are 
patentable Srivatava in view of Murayama under 35 U.S.C. § 1 03(a). 

Claims 10-12, 16, 51-54, 58, and 61-63 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Hohn in view of Murayama. The Applicants respectfully traverse 
this rejection because a combination of Hohn and Murayama does not teach or suggest all 
of the limitations of each of claims 10-12, 16, 51-54, 58, and 61-63. 

As pointed out above, Murayama's formula does not satisfy the condition for the 
formula recited in the instant claims. Nor Murayam suggests the formula for the phosphor 
of the instant claims. Therefore, adding Hohn to show a disclosure of an LED and a 
phosphor coating containing a phosphor still does not teach or suggest all of the limitations 
of each of claims 1 0-1 2, 1 6, 51 -54, 58, and 61 -63. 

Since a combination of Hohn and Murayama does not teach or suggest all of the 
limitations of each of claims 10-12, 16, 51-54, 58, and 61-63, these claims are patentable 
Hohn in view of Murayama under 35 U.S.C. § 103(a). 
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In view of the above, it is submitted that the claims are patentable and in condition 
for allowance. Reconsideration of the rejection is requested. Allowance of claims at an 
early date is solicited. 

Respectfully submitted, 



Toan P. Vo, Ph.D. 
Attorney for the Applicants 
Registration No. 43,225 
(518)387-6648 

Schenectady, New York 
January 5, 2004 
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